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Application No. 

09/942,342 



Examiner 

Jezia Riley 



Applicant(s) 

EWING ET AL. 



Art Unit 

1637 



THE MAILING DATE OF THIS COMMUNICATON ^^.^.w.******,** 



; ^^^^^^^^^ 

' earned P patent term adjustment. See 37 CFR 1.704(b). 

Status 

if! Responsive to communication(s) filed on ■ 

\Z • cimai 2b)D This action is non-final. 

2a)D This action is FINAL. Jlj prosecution as to the merits is 

Disposition of Claims 

m Claim(s) 1zZ5 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from considerate. 

5) Q Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) D Claim(s) is/are objected to. 

-^C.aimts^^ and/or election requirement. 

Application Papers 

90 The specification is objected to by the Examiner. 

.S^Ln^lleao ^^^-^^j^t^c^l^ 

1 1 )□ The proposed drawing correction filed on is. a;u *W 

lf approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C.§§ 119 and 120 

13 ) D Acknowledgment is made of a c.aim for foreign priority under 35 U.S.C. S 1 (d) ( )■ 
a)D All b)D Some* c)D None of: 

1Q Certified copies of the priority documents have been received. 

3 U 'application from the international Burea u ( P^'^ n rt received. 
* See the attached detailed Office action for a list of the earthed c p ^ 
14fl Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) I 

14) D ^ltLs,ationoftheforeign,anguagep— ^ 

15) D Acknowledgment is made of a claim for domestic priority under 35 » 

Attachment(s) ^ Summary (pT0 . 41 3) Pa per No(s). . 

1 ) n Notice of References Cited (PTO-892) n Notice of lnforma | Patent Application (PTO-1 52) 

2 □ Notice of Draftsperson's Patent Drawing Review £TO**B) LJ 

3) □ Informal Disdosure Statements) (PTO-1449) 
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DETAILED ACTION 



Election/Restrictions 

Restriction to one of the following inventions is required under 35 U.S.C. 121: 



I. 



Claims 1-25, drawn to a fluorescence quencher, classified in class 546, 
subclass 75. 

Claims 26-31 , drawn to a labeled nucleoside, classified in class 536, 
subclass 26.6. 

Claims 32-36, drawn to nucleobase labeled polynucleotide, classified in 
class 536, subclass 26.6. 

Claims 37, drawn to a method of labeling polypeptide, classified in class 



VI. 



VII. 



VIII. 



IX. 



435, subclass 5. 

Claims 38-47, drawn to a method of labeling polynucleotide, classified in 
class 435, subclass 6. 

Claims 48-49, drawn to a 5'- or S'-quencher labeled polynucleotide, 
classified in class 536, subclass 26.6. 

Claims 50-66, 72-75, drawn to a method of primer extension and kit, 
classified in class 435, subclass 91 .1. 

Claim 67, drawn to a method of ligation, classified in class 435, subclass 
6. 

Claims 68-71 , drawn to a method of hybridization, classified in class 435, 
subclass 6. 
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The inventions aredistinct, each fro. the other because of the following reasons: 

inventions i-lil and IV-IX are related as products and processes of use. The 
inventions can be shown to be distinct if either or both of the following can be shown: (1 ) 

different product or ,2)the product as ciaimed can be used in a materiaiiy different 
p rocessofusin g thatproduc,(MPEP § 806.05(h)). in the instant case the quencher of 
Oroupicanbeusedfortheiabeiingnucieosideorpoiypeptide.and.heiabeied 

nucieosidecanusedforthe method of Group VI,, or VIII, or IX. 

used inahyb— method or PGR and the compound of Group il can be used as 

catalyst in enzymatic reactions, for example. 
-Beeause-theseJnv.eotton^^^ 



acquiredaseparate status in the art because of their recognized divergent sublet 
matter restriction for examination purposes as indicated is proper. 

This application contains claims directed to the following patentabiy distinct 
species o, the ciaimed invention: The moiety Q can be selected from 2 deferent 
molecules ^described in instant claim 1 for example. AndXcan be an amino acd, 
peptide, etc., as described in instant claiml , for example. 

Applicant is required under 35U.S.C.121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim, 

finally held to be allowable. Currently, generic. 

ofthe species that is elected consonant with this requirement, andalisting of all claims 
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read ab,e thereon, inducing any claims subsequent* added. An argument thataclaim 
is ailowable or that all claims are generic is considered nonresponsive unless 
accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of calms to additional species which are written in dependent form or otherwise include 
,„ the limitations of an allowed generic claim as provided by 37 CFR 1.141. If Cairns 
are added after the election, applicant must indicate which are readable upon the 
elected species. MPEP § 809.02(a). 

Should applicant traverse on the ground that the species are not patentably 
distinct, applicant shouid submit evidence or identify such evidence now of record 
^showing^soecie s to be obvious variants or clearty admit on the record that this is the 

the prior art, the evidence or admission may be used in a rejection under 35 
U.S.C. 103(a) of the other invention. 

Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 

traversed (37 CFR 1.143). 

Applicant is reminded that upon the cancellation of claims to a non-eiected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor o, at least one c,a,m 
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a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(0- 

Anyinquiry concerning this communication or earlier communications from the 
examiner should be directed to Jezia Riley whose telephone number is 703-305-6855. 

The examiner can normally be reached on 9:30AM - 5:00PM. 

attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Gary Benzion can be reached on 703-308-1 1 1 9. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703-305-3014 
for regular communications and 703-308-4242 for After Final communications. 
-Any-ingui^-of-a-g eneral nature or relating to the status of this application or 



proceeding should be directed to the Patent Analyst Monica Graves whose telephone 
number is 703-305-3002, or to the Technical Center receptionist whose telephone 
number is 703-308-0196. 



April 26, 2002 




/IEZIA RILEY 
=HMARY EXAMINER 



